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This iE= an action for copyright inrfringement which waa

tricd to a jury. See 17 U.E. L. § 101 gk geg. Flaintiff yaul
Morelli Dasign, Inc. ("Horelli™}, a Philadelphia jewelry company,
claimed that ite orlginel designs of seventmen ringse, kracolets,
eaxx inge and pandants vere copied by deferndant Tiffany and
Conmpany (UTiffany¥) and marketed ar Tirffany'a Etolle Collaction.
In onfwer to A special interrogetory.? thae Jupy found that nens

of the Morelli ﬂﬂﬁigné was copyrightahle, and wve thereuypon

- —— ———a L

emtered judguent in faver of Tiffany. Before the court ic

Plaintiff's timely oolicn for a net! triaX purenant to Rale 55 or " |
the Faderal Hales of Qivil Procedure.?

1. Tha spacial interroqgatory stated ip relevant part:

Bas plaintiff Paul Morelli besigm, Inc.

proven hy a prapohderance of the evidence
that any of its jewelry ligted balow are
works protected by the Copyright Ack? B

2. Plaintixf algo had a claim for unfair compatition. The jury !
teund for the defandant. The motion for naw trial deespPuITERED '
challenge the Jury's verdict in this regard. ;
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mmle 5% (a) provides in pertinent paxe:

A new trial may be granted ta all ox any of
toe parties and on all or part of the lesues
(1] in an mction {rn which there has been 4
trial by jury, for any of tha reasons for
which new triale hava heretofore pasn granted
in aeticns at law in the courts af the Unitad

Erates .---

3 pew trial should ba granted to prevent a miscaxrluge of justice

when the jury's =vepdiet is centrary to the grazt weight of the
evidmnce,™ poabuck v, Drexcl Univ,., 852 F.24 718, 736 (3d Cir.
1%28], or when the court commits ap SrIor ar law which prejudices
4 substantial wight or a party. See Mavlim 9. Nat'l R-R.
Passehgex Corp. . 79i ¥. Supp. 477, 484 {E.D. Fa.}, afE'd, 9B
F.2d 1081 (3d cir. 1992}. 1In all cases, the suthoricty of a trial
court to grant & wotion for a new rrial "is confided almosr:

entirely To the axercise oF riemy discretion.” Agerican Beaying

en, v, Yitton Indus.. Inc., 720 F.24 943, 543 (34 Cir. 1984}
(cucting Ajlied Chem. goyp, . Daifilen, XIDg., 445 U.S. 23, 36
{1%80])7} -

The Constitutien grants Caongrese ths power “to promote
tha rProgress of Science and useful Arts, hy securing for l:i.u:l.ﬁﬂﬂ
Times to Authors and Inventors the exclusive Right to their

respective Writingse and Digecevariez." U.S. Const. art. I, § &,

al. A, Pursuan® to that puwey, Colgress has pagaed the ﬂopyriqht.

Act. Jewelry iz Incliuded in the cavegory of workes which may be
copyrighted. 17 U.B.C. § 103a(a}(5); in—Copd

coess - Pear , 632 F.24 9€%, 995 (2d cir. 1sE0;. To

qualify rfor copyright protection, a pisce of Jewelry, like other
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works, must be original as to its author and possess a Rininds
level af creativity. Feiet publine. Inc. ¥, Rural Tal. Serv.
Co., 499 U,s, 340, 345 (19292)-

Frior to the initiation of thiz action, applications
were filed with the Copyright Office oz ragisgtratien of
copyzrights on the various jevelry items that ara the subject n:lt
thig lawsuit. See Marelll V. riefany apd So., 186 F. Supp. 2d .
561 [E.D. Pa. 2002). The Copyright office denied tha
applications on the grourd that the jewmlry 434 nok contain a
cufficient amocunt of original artimtic or sculptural authorship
to support copyright reglstracion. The copyright Office’'s
determination did not precilude plaintiff's acticn fox
infringement. In order to sue for copyright infringenent, =
party must either (1) have okbitained a registration of the
copyright from the Registar of Copyrights in tha Library of
Congress or [(Z) have appliced foxr w r:'ﬂ.tsl;,riuﬂ:!:-a-n:j.u.-:m and had the
registration refused by the Register. -17 U.S.C. § 41l(a).
¥oraolli has satiafied the lpvter reguirement.

The Copyright Act permits thae Reglister of Copyrights to
intervene in an infringement scticn when registration has buan
refused. Id, Oh Dacember 18, 2001, the court granted the
Registeris motion to intervene and aliowad her to defend the
denial of registretion for the Morelli jewelry,

1-

Morelll firet contende in support of i¥c motion for a

new trisl that tha court errTed when it instructed the jury at the

-
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peginning ©F the rrisl and again in its chazge. that the decision
of the Copyright Office im rafueing to register the copyright Was
entitled to "sowm& deferance." It is plaincif?'a pogation that Ve
choald have informed the jury that its vergaict should be "Je

novo,™ that is, without any consideration of the dacisicn of the

Copyright Office.
The =ourt charged as Tollows:

At imsue here are 17 designs of 1iwelry which
plaintiff submitbed ta the Copyr ght office
for registration. The Copyright Office
denied the plhintiff copyright registration
on each design.

The Copyright Office ruled that the Jjawelry
designs d4id not contain a sufflcient amount
of original ertietic oxr sculptursl avthorship
to support copyright registratiah.

consigtant with Copyright Office practice,

+he ‘examiner never phyesically examined the

jewelry in iscue, although the examiner had
pictures of It.

Even when an applicant has been refused
copyright registration by the Copyright
Office, an applicant may still bring &
laweuit dn oourt for copyright infringement,
hat iz, o copyFing the Vork She ouner
contends i= entitled to a copyright.

Thus, Paul Morelll Design, Inc. has the right
to bring this lawsujt. In this laweuit, as
explainad mbove, Tthe plaintiff beara the
burden of proving by a prepondflerance of the

qvidance that hic work containg copyrightable
subkject matter.

of i
Ltitled To -
)
the isstue of co 5 pn
= i Vi EE .,

N.T., Peb, 13, 2002, et 112-13 (emphasis added).
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Although gourt= have artioulated various stanpdards for
a court or jury to apply vnen cansidering the Registar'e danial
of n reglstraticn, we have ¢akan the path followed by our
colleagua Judge Norme Shapira. Sitting withont a jury in a
copyxight infringemgnt casw where the copyright offlce had denied
a ragistration, Judge Shapiro explajinad in Finding for the

detandant that she had given 'some defercneed to tha action of

the Copyright Office. sat Bs = c. Y.
Heynolda and Beypolds Co.. 14 ¥.5.P.Q. 24 2839, 1832-33 (E.D. Pa,

19%0}, The court of Appeals affirmed without opinien. Azlsguard

ms_mﬂwwm: 1y F.2d

136 (34 Cir. 1990). Severil other courts have also concluded
that the copyright Uffice’s determination in an infringmsient
artion is entitled te "sope defersnca,“ See W
v. Gepatimegs Bose Video Corm., 160 F.3d 1223, 123} (Sth Cir.

1=ug) 2 Hmiﬂh.duwaﬁw, ﬂéa F.2d
918, %22 (11th Cir. 19w3).?

3. It ixs iniurtant to emphasize that a copyright applicant hse
two avenuss At may taKe mimultanecusly if the Copyright Officn

refuzes ragistration. The applicant may appeal tha denial ‘o theu.

Jistriat eewrts vhich appliss an abtiea ~f Adscretisn standard. tha
typical standard vhenh revi an agency determinatien.

5 U-?J:- € 706{2} (). The app icant mhy alsce litigakte an
infringement action. regardless of how a court may rule on the
copyright Office's refusal to regisker the copyright. oddzom
ms_._._y_la_z..i&lan, 924 F.24 346, 347 (D.C. Cix. 1951).
Fiaintiff's relliance on QAdzgun and Atarl Gognes Oeymp, Y, omarn, HEE
F.24 878, a8y (D.C. Cir. 1989) is nispilared, Theze cases
involved appenls of the Register of CapyTight's refuszal of
registration pursnant to tha Adninistr=tive Procedures Act and
Adid net addres:s the standard of review in infringement actions.

-5~
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We beliaeve this standard strikes the proper balance
petween 3 de NOVo revied vhich pleintiff secks and tha heightencd
Jbume of discreticn Tound in come cases. Sge John HMullmr b 6. -
LM}MM: BGZ F.2d 983, 990 (Bth cir.
1986). The statute, after all, gives the Register of Copyrights
the rignt To intervane $n this action- 17 V.S.C. & 411(a)-
fthere Would be little point in allowing her te do =0 iX the
decision of her office were desmed 0 ba maaningiless, as the
plaintiff contends. om the sthwr nand, since the statute pe:l:nit..s
a party whose applicatiah was danied o sue for copyright
infringement, Congress did net intend, in our view, narrowly to
constrain 8 Jury oy a courk frm.iinding' a redected work to ke
copyrightable #hd infringed. oOur charge stated, a= notad above,
that whila the a;enision of the Copyright Office wis entitled to
some deforence, the jury was not bound by that decisicn and pust
decide for jtseslf the issue of copyrightability of the jewelry
designs involved. Forther, we axplained to the.jary the reasob
given by the Copyright 0ffica for refusal of registration and
further noted that the &X¥aniner never eay tha Horelli jawelry
ivpelf kur only pictures of i%t, The charge gave the jury thse

appropriate latitunde to dlfrer rfrom the copyrigbht office without

- potmlly ignoring its decision refusing registraticn. DPe nevo. .

review would net be consistant with the statutory scheme.

II.-

The plaintiff next argues that the conrt committed
erray whan it precluded certain expert testimony,

—_——

04/22,2002 MOM 10:35  [TX/RX Np 954¢] H007

[

L2~

- —— ————



TDis97,02 09:35 FAX 215 751 1lal CABSAR RIYISE -l

ML I T e SELE KL R

——— il

APK 18, 2002 3:39FM RAYNES, MCCARTY ET L | 5D 0B P @

Ralph Oman, an attorney, was a TOrmex Register or
CopyTights wno prepared ah expaxt report for the plaintiff hut as
it turned ourT Was never called as a witness at rrial, Accoxrding
to his report, he would ¢iret have opined on Copyright Office
procedure and legal standarde applicable to copyrights. Tf Mr.
nman.uu testlfiad, the defenss cembamplated aalling Marybeth
paters, the current Register of Copyrights, Tto Tebut thess
opinions. The court advised the parties before trial that it was
ramalative and 2 pooxr uae of time to have experts tégtiﬁy
concerning the naturs of a copyright and the copyright Office
proecedures. They aqgread. Instead, the court decided in the
intercst of judicisl economy to explaln theses netters to the
jury, both at ®he boginning and again in itg Instructions at the
end of the rrial. The conrt receiverd input from the parties with
raspect ko what it planmned Lo say and after review by <ounsal apd
withont ebjection raxd a statement ta the juxry hefore receiving

rtestimony. To the eytent Mr, Oman wounld have opined on the law,

that was a matter for the court. See Marx § Ce, v. Dinexr's Ciup,
§5d F.2d4 S05, ZoF-14 (24 Ccir. 1977). |

M. Oman was alco expectad to tertify that the Morelli
dasigns ¢pntainad a sufficient saount of creative saxpregdion to
gqualifty a= ariginal works and that they therafors shauld have
baen registered by Yhe copyright office. Threa other of
plaintiff's experts, Rochealle Toner, Dean of the Tyler Schocl of
Art of Temple iMiversity, Ettagmale Blaber, a ¥riter on jewelry

and jewelry design, and Richard Posniak, & Profeccor of Metalwork

-
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and Jewelry zt the HMoore college of Art and Design, Were 1ikevise

decignated ty offer opinions +that Moraelli'E Jawelry was creative

and omiginal. Prefessor Posniak WAS never called as = witnass.

and Ms. BElauer wida berth to testify

The court granted Deah Toner
apout bhoth Morelli's jewelry und Tirfamy"s jewalry althcugh ve

did not peralt them Lo declars thgi: vltimate conclusion that Ehg

Horelll jewelyy Was creativa and original. We wonld have

- i lmmm = -

restricted Hr. Ooman and prefessor Posnizk in the same Way had

+hey takan the stand. .
The court has discretion to ‘determine Wwhether an axpe;t

may testify. Fed. R. Evid. 702, 403; Dnited States ¥, Bepnet,
161 F.3d 171, 182 (3& ciyr. 158B). Rule 702 of the Fadaral Rules

of Evidence provides, "If scientific, technigal, or other

specialized knewrladge will Bssist the trier of fact to undexstand

the evidence or to deterpine o :iﬁt in iasme, a witnexs gualified
as an sxpert by khowledge, skill, experience, training, oT
sducation, pay testify thereto in the foxm of an opinion or
ctharwize -..." [exphasis hddudﬁ. clearly, Dwan Toher, MNE.

mlauer, and Profeasar Pegniak shoved no expertise on the enbigcts
of originality and creativity. Thess Terms have legal
definitions and novhere in their répnrts did these ipdividuals
cay thuy were applying thome definitions te their opimions. What
the plaintiff wag really saeking of a1l of its experts innﬁuding

Mr. Opan Was analogods te having sxpert withasazes tantify in a

e — a e —— e i L

personal injury action that a pgrty‘s conduct woe begligent.
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In this case, tha =ourt carefully set Forth the legal
definitions of originality and creativity as well as the
fcopyright orffice procedures with respect to applicetions for
registreticn., Yhe jury net enly sav and inspected the Morelli
and the Tiffany Jowm) oy during t'h;é trial but hed all af 31t in Tthe
jury room during delibexations. ‘Tt henrd extensive testimony
from Paul Morelli,® from Demn Toner 2na Me. Blaver, and frem fact
apd expert WithaIses prodnced hrliiffany sbout the origin,
design, elements, and wapufacture of baoth the allegedly infrirged
sprirkled Diamond Collestion of Hurnlli and the allegedly
infyinging Etoile Collsction of Tiffony ‘Tha jur:.f alse had
efore it evidenese of other ‘j-wnlrjr which lvwere on ariginelity and
creativity as well as relevant d_pmanta.ry exhibits. A5 is cur
practice, we provided each juruﬁ with @ copy of the charge alter
it was read. |

The jury had everything it needed to rendex a propert
vardict and wae fully capable a# doing so. Under thae
circumstaneas, .it would pet bhave bheen helpful e the 3ury e have
ligtaned Lo canflicting opinions of eitheyr Morelli's or Tiffany's

experts’ on the nltinate lssuer of originality ana creativity

§. Paul Merelli was tha gole gEharcholder of plaintiff Faul

Morelli pa=sign, Tne. and the ac:tual dezigner of the Morelli
je.uelry in issye.

5. Waa Norelli's experts beem pernitted to testify that the
Morelli jewelry was creative an original, Tiffany waw preparad

{contimed...)
— —
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. when it wea fully awara ef the pectinent legal principles to

apply %o the evidence in crder tuianswer tne special
{rberrogatoxy on copyrightability. sse Ped. R. Evid, 72, Thms
ganger of unfalr prejndice. t:unn?pim of the igsues and Waste of
time by admitting the excluded oxtpext tegtimony in what wag
already = lengthy trial suhstantinlly vutweighed the probative
valne of such evidence, gSga Fed. R. Evid. 403; Shahid v,

Detroil, ©v8® ¥.2d4 1543, 154?-4B'iﬁth cir. 1%B5); AmmEionh
Bgaripg, 729 F.2d at 543 n.l4.
17I.

Plaintiff al=c argues .‘_l.‘.ha.‘l: the sourt erronesusly
refused ta instruct the jury that the comnercial Buctess of the
Moxelli jewelry ahould be conesidered in determining whether it
was original and thas -:upsrright_-:mln.. We disagree. The court
preperly charged, “attra:tivmn#s, commereial success and
mbstantial effolts are not factors to be considerad in deciding
wvhether a waork i original.” _

Plaintify reliecs nn tﬁm Syprens Court's 1903 decigion
in Bleistein v. Dopaldsgn Lithogrephing Ce., 182 U.5. 239 (1903} .
in that action, the Suprame cﬁu;t reversed the decision of the
lower courts which beld that the chromslithogruphe Lu isue, that
is, illustyatlons prepared for advertipements for a cirous, were
not subject to copyright p‘-‘.‘ﬂtm-:t.it:n- Mr. Justies Holmes, writing

ror the ecourt, obsarvad that it was not for "pereons trained only .

5. :..*¢¢ntinuen]

te bave its expert Cezmo h!tuhnlli testify that this Yawelry was
not crantive or original.
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Lo tha law to constitute themselves final judges ¢f the worth of
pictorial illustyations, untﬁidﬁzﬂf the nparroyest and mast
ebvious limits.¥ I§. at 251. He stated that otherdise “some
works of genius® would never rE=e1VE a ¢ﬂPTright and “oopyright
wauld be denied to plcturas ﬂhinh appealed to v puklic less
educated than the judyw." Id, at 251~52. He then coxpanted in
dictn, "Yet if they [the pi:tur;s mentioned previonzlyl command
the intereat of any publiq, they have a commercial wvalmwe, — it
would be bold ta Aaay that theflhavu net an gesthetic and
educational vajue, +- and the tagte of any public i= not ta be
Treatad with contempt,® ;g4_at2252; In our view, Justice Holmes
vas simply resinding theo reuanrﬂtnat copyTight protection is
available to the mundane ag well as o works that would £ind
their way inmto places like the Philsdslphis Musemm of Art or the
lirracies of the crudits. We do not understand him te say that
commerclial succesa is an element nf'nriginality.

The Supreme Court's moch ﬁnrt recent 1591 dacigion in.
Feist epphazized aver and over -again that "the eriginality
requirament ... remaine tha tau:hzt;nz of copyright protestion
today." 455 D.S. at 347. A work is original if it "wmg
independently <Yested by the aﬁthnr {as opposed to copisd from
other works), and ... it possesses at laast =ema pinimal degres
of creativity-" 1Id, at 345. If a vork weets these remijrements,
it gualifies for copyright protection. 14, It followes from
thiz, tho Ceogrt runled, that thé "swent of the brow" of the aurher

is a totally lrxrelevant consideratsion. JA. at 3m2-EFE4, 2G9-E0.

~11w
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wnile Paist mwakes ne mention nf the issue of cormercial suecess,
we thimk it falls intc the mame category ms Msweat of The brow.™
Haiﬂmr has anything to do with whether an authert's work is
eriginal. We al&s nete that in Felst the Court held that the
plaintiff's telephone directory was not copyrightable even theugh
it appears to heve been cm&rciﬂlly succesErul.

Meoralil citesz no pnst~gf__~_g_ decision of any court which
concludes that commercial succeass is a reisvant factor in
datearmining copyriaght protection. ©n the contrary, raveral casag
have rejected it as a proper cnﬁsideratinn‘ Sep Ets-HoXin w.
Bkyy Spirits, Tnc., 225 F,.3d 1068, 1075 [tk <ix. 2000Y}; Homer
Layghljin China €o. v, Opap, 22 B.S5.P.Q. 24 1074, 1076 {P.D.cC.
1991); mee alse +=z Welvin B, Nimwer & bDavid Rimmer, Nimmer on
Serpgight $ 2.09) Coxpendiym of Copvpight Office Practices,
Cagppendimm I, § B505.02(a) (1984). PEven Morelli's expert Ralph
Cman, the foraer Register of Copyrights, agress with the :.-nur‘i:-
At page 1% of his expert Iepﬂrtl, he;:quo‘tts Compendium II that,
reopyrightability deoes not dep€na on aesthatic appanl, comercigl
succaEs, or symbolic valua of the work." {(amphasis added).

Wa do npot l&pVe our ccmmnn sensz at the courthouse

dock. Walke Bay sxpesrinsnca CoOmmarcial succers even withoat

originality snd works with originality wmay enjoy nons whatsoever. .

Nothing has been presented to us shoWwing any cerrelation baetwesn
the two. HMoreover, nnder Morelli's thaory a Vork may not be
copyrightable at ona point when it wnioys no salesc but nay later

kzcome copyrightable if it uxperiencas an upsawing in ecenomic

—iZ-
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fortune. This cafthot be. A werk ie either oxriginal whah created

oy it ic not. Evidanca of coEmercial success simply does Dot
bave "any tendency to make the existence of any fact that is of |
conscquence to the determinatios of {copyrightebility) more
rrobeble or less probablae than it would be withouk the svidence, "
Fed. R, Evid. e0Ul. '
V.
We have carefully reviaved the remaining grounds
asserted by thae plaintiff and f£ind them o ba without merik.
?;
Afcordlihgly, the motion of the plaintiff for new triml

will be denjed.

-1y
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IR THZ UNITML SYATES DISTRICT COURT
FOR TUE EASTERN DISTRICT OF PENNSYLVANIA

BPATI, MORELLT DESIGH., INC. CIVIY. ACTION

¥

CERE T I T

TIFFANY hMD COMPANY, et al. ' HO. bpb=1as1

DROER

AND ROH, this 1TWday of april, 2002, for the reasens
set forth in the sccampanying Mamcorandon, .(t is hereky oRbERED

that the motion of plaintiff Panl Movel1li Dacign. Inc. fox a new.
tzial is DENIED.

BY THE ¢“oURT:
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